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3.0verview of Trademark Protection in Regards to
Trademark Infringement in Japan
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As with many countries overseas, trademark

infringement is also unlawful in Japan, with the

Japanese Trademark Act, Civil Code and other

laws providing remedies to holders of trademark

rights among criminal penalties as well.

This article gives a brief overview on remedies against trademark
infringement, how infringement is assessed by the court, types of acts
that are considered to be infringement and defenses against claims of

infringement.

1. Remedies

To begin with, what kind of remedies can a holder of a trademark
right expect when their trademark is being infringed?
(2) Injunction

First of all, the holder has the right to demand injunction, which is
an order by the court to make the alleged infringer stop using the

alleged infringing mark®. The intent or negligence of the alleged

! Trademark Act Article 36(1)



infringer is unnecessary for grant of injunction.

When filing for such injunction, the holder of a trademark right may
also demand the alleged infringer “to take measures necessary for the
prevention of such infringement, including the destruction of articles
which constitute the act of infringement and the renewal of
equipment used for or contributing to the act of infringement”?,
This is ancillary to the injunction demand and so cannot be
demanded by itself. The holder may also file a provisional
injunction under urgent circumstances.

(2) Damages

Second type of remedies is making monetary claims by either
demanding a claim for damages® or demanding a return of “unjust
enrichment™.

In order to be granted damages, the holder of a trademark right must
argue and prove (i) the existence of infringement, (ii) intent or
negligence of the alleged infringer, (iii) existence of damages and
amount of damage and (iv) the causal relationship between
infringement and damages. However, providing evidence for these
matters is often times difficult, resulting in judgements against the
holder. In order to cure this difficulty at least to a certain degree,
the Japanese Trademark Act provides rules for presumption of
negligence of the alleged infringer® and for presumption of the
amount of damages®.

The demand to return “unjust enrichment” requires the alleged
infringer to return the amount that they have benefited without legal
cause which in turn has caused the holder’s losses. However, since
this remedy is a monetary demand as is the claim for damages, it
would be more reasonable for the holder to claim the latter due to the
fact that rules of presumption of negligence and amount of damages
may be applied.

(3) Restoration of Credibility

Finally, if the alleged infringer has harmed the credibility of the

holder of a trademark right by intentionally or negligently infringing

the trademark right, the holder may demand measures to restore their

credibility”.

2. Assessment of Trademark Infringement

Trademark infringement occurs when the alleged infringing mark

Trademark Act Article 36(2)

Civil Code Article 709

Civil Code Article 703

Trademark Act Article 39 referencing Patent Act Article 103
Trademark Act Article 38

Trademark Act Article 39 referencing Patent Act Article 106
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causes a likelihood of confusion among consumers with the infringed
trademark. In order to determine this, the alleged infringing mark
must be found to be identical or similar (referred to hereafter only as
“similar” or “similarity”) to the infringed trademark and must also be
used for similar goods/services (referred to hereafter only as
“goods™) as the designated goods of the trademark. Usage of the
alleged mark in a “trademark-sense” must also be established.
(1) Similarity of the Marks

Similarity between the infringed trademark and the alleged
infringing mark are usually assessed by comparing the appearance,
concept and pronunciation of the marks.

In a leading case (“Hyouzan case®

) for determining similarity of
trademarks, the Supreme Court established the following test;

“The similarity between the marks shall be decided by assessing
whether there is misdirection or confusion caused about the origin of
the goods when the marks being compared are used for identical or
similar goods and in order to decide this, the impression, memory,
association, etc. given to consumers by the appearance, concept,
pronunciation, etc. of the marks used for the said goods shall be
generally observed and furthermore, provided that the actual
situation surrounding the transaction of the goods may be made clear,
the specific situation of the transaction shall also be considered.”

The Hyouzan case also points out that when only one of appearance,
concept and pronunciation is similar and the other remaining points
are considerably different and depending on other situations
surrounding the transaction, if the trademark is unlikely to cause any
confusion about the origin of the goods, the marks are not considered
similar. Hyouzan case is cited in subsequent infringement cases
such as the Daishinrin case® and Kozo-sushi case’® and is widely
accepted as the test for assessment of similarity of trademarks.

(2) Similarity of Goods

Regarding the similarity of goods, the “Tachibana Masamune case™”
points out that if the goods are usually manufactured or sold by the
same business entity and if it can be said that using a similar mark for
these goods causes the likelihood of confusion that the goods are
manufactured or sold by the same business entity, the goods which
the marks are used on may be found similar even without the

likelihood of confusion of the goods itself.

(3) Usage of Marks in a “Trademark-Sense”

8 Supreme Court Judgment February 27, 1968, Minshuu22/2/399
® Supreme Court Judgment September 22, 1992, Hanrei Jihou
1437/139

1 sypreme Court Judgment March 11, 1997, Minshuu51/3/1055
1 Sypreme Court Judgment June 27, 1961, Minshuu15/6/1730



As explained above, using a similar mark for similar goods is
considered to constitute infringement according to the Japanese
Trademark Act. Furthermore, what is considered to be “use” of a
trademark is stipulated in detail in Article 2(3).

However, according to case law, even when an act seems to be “use”
at first sight, the marks needs to be used in a “trademark-sense” in
order for that particular act to be deemed infringement against a
trademark right.

This has to do with the essential functions of a trademark;
differentiating one’s goods with the others’ and indicating the origin
of goods (latter function is derived from the former function). If the
alleged infringing mark is not used in a “trademark-sense”, this
means that the mark does not contain the essential functions of a
trademark, thus not obstructing the essential functions of the holder’s
trademark.

In such case, the non “trademark-sense” use of a mark

serves as a defense against claims of infringement.

3. Acts of Infringement

In order to fully enforce protection of a trademark right, acts that
are considered indirect infringement are stipulated in the Japanese
Trademark Act as well as direct acts of infringement that we have
studied in the prior paragraph. For example, having possession of a
goods affixed with a registered trademark for the purpose of
assignment, delivery or export is an act of indirect infringement?,

Other acts of indirect infringement are stipulated in Article 37(4)

through (8) of the Japanese Trademark Act.

4. Defenses against Claims of Infringement

When sued for trademark infringement, there are several defenses
which the defendant may argue.

One has already been covered; use of the mark in a non
“trademark-sense”.

Below are other major defenses often seen in trademark
infringement cases.
(1) Prior Use®®

If the defendant has been using its alleged infringing mark for a
substantial period of time and if the mark is well-known on its own
right, the defendant may argue the defense of prior use. The
defendant must have had started using the mark without intent of

unfair competition before the application of the infringed trademark

was filed.

12 Trademark Act Article 37(2)

(2) Use in a Common Manner

If a trademark indicates, in a “common manner, one's own portrait,
name, famous pseudonym, professional name, pen name or famous
abbreviation thereof**”, this does not constitute infringement. For
example, if a company's name is indicated on a product in a font that
is unique and large in size so as to attract attention to that name, this
would not be regarded as indication in a “common manner”.
(3) Parallel Importation

Importing goods that indicate the trademark in respect to the same
designated goods as registered constitutes infringement. However
under certain circumstances (legitimate indication of trademark
overseas, identicality of both the holder of overseas and domestic
trademark rights and identicality of quality), importing such products
is not considered to be infringement. This is because in such case,
the essential functions of a trademark (indication of origin and
quality guarantee) are not obstructed.
(4) Invalidation

As in patent infringement cases, the defendant may argue that the
trademark right is invalid'®. The defendant may choose to file an

invalidation trial®®

or only argue invalidity within the infringement
trial.

(5) Abuse of Right*’

This defense is relatively common in trademark infringement cases
and there are many judgements that find in the favor of the defendant

based on this defense.

5. Conclusion

There are many options to choose from when enforcing a trademark
right against infringement in Japan. Whether it’s starting with a
warning letter or a law suit, the holder should always keep in mind to
carefully study all possible strategies, including any defenses the
other party may argue.

Business culture in Japan differs greatly from that of other parts of
the world. A consult with an experienced Japanese attorney is
essential for full enforcement of trademark rights in Japan.

(Sawako Nagasato, Attorney)
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